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Claim Objections 

Claims 25-26 are objected to because of the following informalities: The phrase, 
"the width of the of the device" should be -the width of the device-. Appropriate 
correction is required. 

Claim Rejections - 35 USC §112 1 st Paragraph 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 25-26 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. Applicant asserts that new claims 25-26 calling for fingers that 
are longer than the width of the device is supported by figures 1 -5. However, these 
figures do not show any scale and/or is silent as to dimensions comparing the fingers to 
the width of the device. Furthermore, these claimed features are not supported or 
described in the specification. Because of the insufficiency of the disclosure, claims 25- 
26 cannot be meaningfully treated with respect to the prior art at this time. 



Claim Rejections - 35 USC § 102 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-12 are rejected under 35 U.S.C. 102(b) as being anticipated by Lee, 
U.S. Patent No. 5803096. 

Lee '096 shows a device comprising: opposing clamp members 1, 2 hingedly 
connected and biased 4 toward a closed position, wherein each opposing clamp 
member includes a curved inner surface with one or more fingers extending over the 
material, and handles 7 being adapted to leverage the opposing clamp members into an 
open position, see figure 7. Note: a recitation for using the device for clamping an 
unused toilet paper roll or any other roll to prevent unwinding is intended used of the 
claimed device. If the prior art structure is capable of performing the intended use, then 
it meets the claim. 

With respect to claims 7 and 12, each arcuate surface has an arc length of less 
than 180 degrees is inherently taught by Lee '096 since each arcuate surface measured 
from one end to the other end does not extend more than 180 degrees, see figure 6 
below. 
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FIG . 6 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 13-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lee, U.S. Patent No. 5803096, in view of Loranger, U.S. Patent No. 4137818. 

As advanced above, Lee '096 shows all the structural elements of the applicant's 
claimed device. However, Lee '096 device is for clamping hair rather than a roll. 

Loranger '818 discloses a device 56 for protecting and clamping of a roll to 
prevent accidental pulling off thread winding, see figure 6. Furthermore, the device can 
be various sizes and the material can be made from spring-like properties, see column 
4, lines 55-68. 
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Since both devices are designed to clamp or hold the material, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to modify the device of Lee '096 by incorporating the roll as taught by Loranger '818 to 
clamp the roll and prevent the material from unwinding. 



Response to Arguments 

Claims 25-26 have been added. 

Applicant's arguments filed on 3/20/06 have been fully considered but they are 
not persuasive with respect to claims 1-24. 

With respect to claims 1-12, Applicant argues that applicant's claimed device 
reciting, "[A] combination of curved inner surfaces that extendable around more than 
one-half of an unused standard paper media roll," gives a specific dimension to the 
claimed device as explained in paragraph [0010]. Thus, applicant believes that Lee's 
hair clip is not capable of clamping around a 6" diameter roll. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., an unused standard paper media roll to have a specific dimension, especially at 
least 3" of the outer radius... etc., as explained in the applicant's specification, 
paragraph [0010]) are not recited in the rejected claim(s) . Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. Cir. 1993). 
Applicant is simply relying that by reciting "an unused standard paper media roll, toilet 
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paper roll, or paper towel roll" defines a specific diameter to the roll; However, examiner 
would like to point out that there are many different sizes for toilet paper rolls. Thus, the 
term "an unused standard paper media roll, toilet paper roll, or paper towel roll," does 
not define any specific size since there is no standard size for toilet paper roll. 
Furthermore, applicant assumes that Lee's hair clip is smaller than the size necessary 
to fit around 6" diameter toilet paper roll or a 9" diameter paper towel roll since Lee does 
not specify any size to the hair clip. Note, the portable tissue (i.e., Charmin to go 
bathroom tissue) has a smaller diameter than a 6" diameter roll, which can be clamped 
by the hair clip. As stated above, Lee's device shows all the structural elements recited 
by applicant's claimed invention. 

With respect to claims 13-24, Applicant argues that there is no reason to 
combine the references since Lee's device is concerned with a hair clip and Loranger is 
concerned with a tatting shuttle for thread. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, both references 
deal with clamping. 
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Conclusion 

THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SANG KIM whose telephone number is 571-272-6947. 
The examiner can normally be reached Monday through Friday from 8:00 A.M. to 5:30 
P.M. alternating Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kathy Matecki, can be reached on (571) 272-6951. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
SK 

4/24/06 
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